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EXECUTIVE OFFICE OF THE PRESIDENT
OFFICE OF MANAGEMENT AND BUDGET
WASHINGTON, D.C. 20503

NOV 11 1975

MEMORANDUM FOR THE PRESIDENT

Subject: Enrolled Bill S. 24 - Patent Cooperation Treaty
Sponsor - Sen. McClellan (D) Ark.

Last Day for Action

November 17, 1975 - Monday

Purgose

Incorporates into United States law the provisions of the
Patent Cooperation Treaty.

Agency Recommendations

Office of Management and Budget Approval
Department of State Approval
Department of Commerce Approval
Department of Justice No objection
Discussion

On June 19, 1970, the United States signed the Patent Coopera-
tion Treaty (PCT). A total of 35 countries are now signatories,
and it will come into force three months after ratification by
eight of the signatory countries. The Treaty is intended to
benefit inventors by reducing the duplication of effort involved
in filing separate patent applications in countries all over the
world. It provides, among other things, for centralized inter-
national filing procedures and a standardized format for inter-
national patent applications. The Treaty, and its implementing
regulations, prescribe the form and content of international
patent applications, but do not prescribe substantive conditions
of patentability, which are left to the discretion of each
signatory country. In other words, no substantive natlonal law
would be changed by enactment of S. 24.



The United States Senate consented to the ratification of the
PCT on October 31, 1973. The Treaty, however, is not self-
executing. Before the signatory countries officially consider
it ratified by the United States, it is necessary to adopt
implementing legislation. The Commerce Department and the
Administration originally submitted such legislation to the
Congress on September 21, 1973.

Some of the key authorities provided by the bill are the
following:

(1) authorizes the U.S. Patent Office to receive and
process international patent applications by U.S. nationals
and by persons from other member countries.

(2) authorizes, but does not require, the Patent Office
to become an International Searching Authority for applications
filed in foreign Receiving Offices.

(3) provides that an international application designating
the U.S. as a country in which a patent is being sought is
considered to be a national application regularly filed in the
U.S. on the international filing date, irrespective of the
country in which it was originally filed.

(4) provides that either an international application
designating the U.S., or a regularly filed foreign application,
shall have all the rights of priority in the United States.

(5) provides that an international application designating
several countries including the United States may be withdrawn
from the U.S. for failure to meet certain national requirements.
However, the foreign inventor may still claim a prior right of
the withdrawn patent against U.S. patents.

Enactment of S. 24 is an important step towards international
ratification of the PCT. The Treaty was negotiated largely
through United States efforts. Other signatories are waiting
for U.S. ratification before following suit. In October 1973,
21 European countries signed a European Patent Convention which
is compatible with the PCT. The Europeans are now moving ahead
with ratification of their Convention. In its views letter on
the enrolled bill, the State Department states:

"It would be highly desirable if (PCT) countries
would at the same time put forward ratificatign
of the Patent Cooperation Treaty. We belie()u Or,

e

}

-
<
Yrya\\



action by the Europeans to go ahead with con-
current ratification of this Treaty will largely
depend upon timely action by the United States...
Since the Patent Cooperation Treaty is also de-
signed to assist developing countries establish
practical patent systems, United States ratifi-
cation of the Treaty will demonstrate our
interest in development problems and may well
stimulate developing countries to enact effec-
tive national patent legislation and adhere to
the Treaty."

Ay er >7,.<:i££;Z;
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Legislative Reference
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ASSISTANT A-TTORNEY GENERAL
LEGISLATIVE AFFAIRS

Bepartment of Justice
Washington, B.¢C. 20530

November 6, 1975

Honorable James T. Lynn

Director, Office of Management
and Budget

Washington, D. C. 20503

Dear Mr. Lynn:

In compliance with your request, I have examined a
facsimile of the enrolled bill S. 24, 94th Congress,
"To carry into effect certain provisions of the Patent
Cooperation Treaty, and for other purposes."

The bill provides for implementation of the provi-
slons of the Patent Cooperation Treaty. The latter is an
international effort to simplify and expedite the filing
of patent applications on the same invention in different
countries. It is basically procedural in nature and does
not prescribe the substantive conditions of patentability
of inventions. The Treaty, however, is not self-executing,
and before it can be implemented in the United States, and
before the instruments of ratification can be deposited,
implementing legislation must be adopted.

The bill has 11 sections. The first section specifies
procedures, and grants the Patent and Trademark Office
authority, to carry out the patent application filing
procedures of the Treaty. In doing this, it adds a new
"Part IV" to Title 35, United States Code. Sections 2 - 10
of the Act would, (1) empower the Patent and Trademark
Office to operate under the Treaty with respect to funds,
fees, and changes in application format, and (2) carry out
the concept of multiple dependent claims, the changes in
requirements for drawings, priority dates for applicants
seeking patents and the declarations which the United
States will make with respect to the Treaty. Section 11,
the last section, provides for the effective date of S. 24.




The Department of Justice has no objection to
executive approval of this bill.

Sincerely,

MICHAEL M. UHIMANN
Assistant Attorney General
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DEPARTMENT OF STATE

Washington, D.C. 20520

Honorable James T. Lynn NOV 5 = s
Director, Office of

Management and Budget

Washington, D. C. 20503

Dear Mr. Lynn:

I refer to Mr. Frey's request of November 4, 1975 for the
Department's views and recommendations on the enrolled bill,
S.24, "To carry into effect certain provisions of the Patent
Cooperation Treaty, and for other purposes.”

The Department of State strongly supports S.24, which is the
implementing legislation for the first world-wide patent
filing arrangement, the Patent Cooperation Treaty. Work on
such a treaty was commenced in 1966 on the initiative of the
United States and culminated in the Patent Cooperation Treaty,
which was negotiated at a Diplomatic Conference in Washington
in May-June 1970. The Treaty has been signed by 35 countries
including the United States. To date, eight countries--all
developing countries--have been party to the Treaty. By a
unanimous vote on October 30, 1973, the Senate gave its
advice and consent to ratification of the Treaty. At that
time the Department of State indicated that United States
ratification would be accompanied by three declarations as
permitted by the article of the Treaty on reservations
(Article 64). These declarations, which are set forth in

the Senate resolution on advice and consent, are the follow-
ing: (1) the United States shall not be bound by Chapter II
of the Treaty regarding "international preliminary examina-
tion"; (2) as far as the United States is concerned, interna-
tional publication of international applications is not required;
and (3) the United States may differentiate between an inter-
national filing date abroad and an actual filing date in the
United States for prior art purposes. S.24 is consistent
with these reservations.

S.24 would amend United States patent law by adding to the
existing system of obtaining a patent in this country new
international procedures, as provided in the Patent Coopera-
tion Treaty and regulations thereunder. No change would be
made by S.24 in the present law insofar as the substantive
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requirements for obtaining a patent are concerned. The procedures
under the Treaty are entirely optional and would not supplant
current domestic filing procedures. These procedures would not
diminish in any way "national treatment" and the "right of
priority" under the Paris Industrial Property Convention which

are available to all United States nationals.

Essentially this bill would allow residents of the United States
to file international applications with the United States Patent
Office and would authorize that Office to accept international
applications, designating the United States, which have been
filed by foreign applicants in their respective foreign patent
offices under the Patent Cooperation Treaty. The United States
Patent Office would also be authorized to become a Receiving
Office for international applications filed by applicants of
other countries once the required agreements with those coun-
tries had been concluded. 1In addition, the legislation would
authorize the Patent Office to act as an International Search-
ing Authority to carry out certain functions under the Treaty.
The bill would also authorize the allocation of funds, from
Patent Office appropriations, to the Department of State for the
payment of the share of the United States to the working capital
fund established under the Treaty. If any operating deficits of
the International Bureau of the World Intellectual Property
Organization, the Secretariat for the Patent Cooperation Treaty,
should occur, such deficits would be included in the annual
budget of the Patent Office and would similarly be authorized

to be transmitted to the Department of State for payment to the
International Bureau.

There are a number of significant advantages offered by the
Treaty which are of a procedural nature. It will simplify the
filing of patent applications on the same invention in different
countries by providing, among other things, centralized filing
procedures and a standardized application format. Another major
advantage provided by the Treaty is the longer period of time
available to an applicant before he must commit himself to a
foreign patenting program by undertaking the expenses of trans-
lation, national filing fees and prosecution in each country.

In the present situation, a 12-month priority period is provided
by the Paris Industrial Property Convention white under the
Patent Cooperation Treaty an applicant will normally have 20
months or more. This extra time will enable the applicant to
evaluate better the strength of the patent he is seeking and its
commercial potential. An additional advantage of the Treaty is
to facilitate the examination process in those countries like
the United States which examine patent applications.
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The Department of State believes these advantages will have

the effect of expanding existing foreign patent filing programs
of U.S. industry, encouraging smaller firms and individual
inventors to seek foreign patent protection, and that they will
reduce costs to applicants filing in several countries. More
patents abroad for U.S. nationals can be of significant benefit
to our balance of payments in terms of increased exports and
royalties from licensing agreements.

One of the principal reasons for the negotiation of the Patent
Cooperation Treaty was to reduce duplication of effort not only
for applicants but also for national patent offices with respect
to the filing and processing of patent applications for the same
invention in different countries. In addition to the interest
of Western European nations in the world-wide Patent Cooperation
Treaty, these countries have also been taking action on the
foregoing problem on a regional basis. Twenty-one European
countries negotiated and signed a European Patent Convention in
October 1973 which is compatible with the Patent Cooperation
Treaty. The European Convention would establish a patent grant-
ing procedure to be carried out by a European Patent Office,
beginning with the filing of a single European patent application
and ending with the grant of a European patent in the form of a
bundle of national patents subject to national law. A second
European Patent Convention establishing a unitary patent for the
nine-country European Community will be negotiated in a diplo-
matic conference beginning November 17 of this year. A critical
question to the United States is the compatibility of the Euro-
pean patent system and the Patent Cooperation Treaty. The first
European Convention assured the compatibility of the two systems
and the availability of the European patent to American nationals,
and has established the pattern for the second European Patent
Convention.

The Europeans are now moving ahead with their preparations for
the ratification of the European Patent Conventions. It would
be highly desirable if these countries would at the same time
put forward the ratification of the Patent Cooperation Treaty.
We believe action by the Europeans to go ahead with concurrent
ratification of this Treaty will largely depend upon timely
action by the United States. Approval of S.24 will enable the
United States to deposit its instrument of ratification for
the Treaty in the very near future.




Since the Patent Cooperation Treaty is also designed to assist

developing countries establish practical patent systems, United
States ratification of the Treaty will demonstrate our interest
in development problems and may well stimulate developing coun-
tries to enact effective national patent legislation and adhere
to the Treaty.

For all of the above reasons the Department of State strongly
supports approval of S.24, the implementing legislation for
the Patent Cooperation Treaty.

Sincerely yours,

Robert J. McCloskey
Assistant Secretary for
Congressional Relations




GENERAL COUNSEL OF THE DEPARTMENT OF COMMERCE
Washington, D.C. 20230

NOV 1 0 1975

Honorable James T. Lynn
Director

Office of Management and Budget
Washington, D.C. 20503

Attention: Assistant Director for Legislative Reference
Dear Mr. Lynn:

This is in reply to your request for the views of this
Department concerning S. 24, an enrolled enactment,

"To carry into effect certain provisions of the
Patent Cooperation Treaty and for other purposes."

Legislation for this purpose was also included in the
Department's Legislative Program for the First Session,

94th Congress, and a draft bill was submitted to you for
clearance on January 23, 1975. Because the differences
between the Department's draft bill and S. 24, as intro-
duced by Senator McClellan on his own behalf and finally
passed by Congress, were minor and nonsubstantive in nature,
it was not considered necessary further to pursue the draft
bill.

By adding a new Part IV to title 35 of the United States
Code, S. 24 will provide implementation of the Patent
Cooperation Treaty. The underlying purpose of the treaty,
which was signed by the United States and 34 other countries
in 1970, is to establish worldwide cooperation in the field
of industrial property protection. Upon coming into force,
it will provide the means to reduce needless duplication

of effort in the Patent and Trademark Office.

Of equal, if not greater importance, however, is the fact
that the treaty facilitates the entry of United States
industry into foreign markets. The obtaining of patent
protection abroad is simplified by the treaty through
advantages such as centralized filing procedures and a
standardized application format. A further advantage}fgfggar\
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offered by the treaty to United States applicants seeking
patent protection in other countries is an increased oppor-
tunity to evaluate the strength of their potential patent
and to determine their marketing plans before incurring

the expenses of proceeding on a national level.

In sum, the treaty will allow a United States applicant

to file a single international application in the Patent

and Trademark Office, designating other member countries

in which he also desires a patent. These countries will
accept this filing as though it had been made on the same
date in their respective patent offices. Thus, a single
international application will in fact represent a bundle

of foreign national applications. 1In addition, by following
the format prescribed for international applications,
applicants will no longer be subjected to all of the varying
and troublesome formal requirements now faced when seeking
patent protection in a variety of foreign countries.

The implementing legislation, S. 24, would authorize the
Patent and Trademark Office to act as a Receiving Office
under the treaty. 1In that capacity it would initially
process international applications filed by United States
nationals or residents. It would also authorize the Patent
and Trademark Office to process international applications
filed by foreign applicants in their respective Receiving
Offices, when such applications designated the United States
as a country where protection was desired.

Additionally, the Patent and Trademark Office would also
be authorized to act as an International Searching Authority.
In that capacity it would prepare international search
reports with respect to domestically filed international
applications. These reports would identify prior art
references considered to be relevant with respect to the
claims contained in the international application. Given
this information, an applicant could decide whether to
proceed further, both domestically and internationally.
Finally, S. 24 would authorize the Patent and Trademark
Office to process, in the national stage, international
applications designating the United States, and where
deserving, to issue patents thereon.

Enactment of S. 24 implements the Patent Cooperation Treaty
for the United States and is, therefore, the last step
before ratification of the treaty by the United States.
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This event, we think, will trigger early ratification by
other major industrialized countries, thereby bringing
the treaty into force within the next few years.

No financial consequences can be attributed to the enactment
of S. 24 until the Patent Cooperation Treaty comes into
force. Expenses incurred by operating under the treaty

are generally directly proportionate to the use made of

the treaty procedure by United States applicants. Expenses
are, therefore, directly related to the number of inter-
national applications processed by the Patent and Trademark
Office. It has been estimated that in the first year in
which the treaty has come into force, operating costs would
amount to about one-half million dollars and would increase
to less than 1.5 million dollars in the fifth year of
operation. A portion of these costs, of course, will be
recovered from fees paid by applicants.

The Patent Cooperation Treaty is considered to be of great
importance to the United States. Once in force, it could
well serve to expand established programs of U.S. industry
to file foreign patent applications, thereby leading to
better protection of our inventions in foreign markets.
The treaty would also encourage smaller businesses and
individual inventors to become more active in seeking
patent protection abroad. Accordingly, this Department
strongly recommends approval by the President of S. 24.

Sincerely,

Kanl €. Godehea

General Counsel










EXECUTIVE OFFICE OF THE PRESIDENT
OFFICE OF MANAGEMENT AND BUDGET
WASHINGTORN, D.C. 20503

NOV 11 1975

MEMORANDUM FOR THE PRESIDENT

Subject: Enrolled Bill S. 24 -~ Patent Cooperation Treaty
Sponsor - Sen. McClellan (D) Ark.

Last Day for Action

November 17, 1975 - Monday
Purpose

Incorporates into United States law the provisions of the
Patent Cooperation Treaty. '

Agency Recommendations

Office of Management and Budget - | " Approval
Depa&tment of State : Approval
Department of Commerce ' ' Approval
Department of Justice . No objection
Discussion

On June 19, 1970, the United States signed the Patent Coopera-
tion Treaty (PCT). A total of 35 countries are now signatories,
and it will come into force three months after ratification by
eight of the signatory countries. The Treaty is intended to
benefit inventors by reducing the duplication of effort involved

in filing separate patent applications in countries all over the

world. It provides, among other things, for centralized inter-
national filing procedures and a standardized format for inter-
national patent applications. The Treaty, and its implementing
regulations, prescribe the form and content of international
patent applications, but do not prescribe substantive conditions
of patentability, which are left to the discretion of each
signatory country. In other words, no substantive national law
would be changed by enactment of S. 24.
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The United States Senate consented to the ratification of the
PCT on October 31, 1973. The Treaty, however, is not self-
executing. Before the signatory countries officially consider
it ratified by the United States, it 1is necessary to adopt
implementing legislation. The Commerce Department and the
Administration originally submitted such legislation to the
Congress on September 21, 1973.

Some of the key authorities prov1ded by the bill are the
following:

(1) authorizes the U.S. Patent Office to receive and
process international patent applications by U.S. nationals
and by persons from other member countries.

(2) authorizes, but does not require, the Patent Office
to become an International Searching Authority for applications
filed in foreign Receiving Offices.

(3) provides that an international appllcatlon de51gnat1ng
the U.S. as a country in which a patent is being sought is
considered to be a national application regularly filed in the
U.S. on the international filing date, irrespective of the
country in which it was originally filed.

(4) provides that either an international application
de51gnat1ng the U.S., or a regularly filed foreign application,
shall have all the rights of priority in the United States.

(5) provides that an international application designating
several countries including the United States may be withdrawn
from the U.S. for failure to meet certain national requirements.
However, the foreign inventor may still claim a prior right of
the withdrawn patent against U.S. patents. .

Enactment of S. 24 is an important step towards international
ratification of the PCT. The Treaty was negotiated largely
through United States efforts. Other signatories are waiting
for U.S. ratification before following suit. In October 1973,
21 European countries signed a European Patent Convention which
is compatible with the PCT. The LEuropeans are now moving ahead
with ratification of their Convention. In its views letter on
the enrolled bill, the State Department states:

"It would be highly desirable if (PCT) countries
would at the same time put forward ratification.-

Fo
of the Patent Cooperation Treaty. We bellcvoév- #o-.




Enclosures
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action by the Europeans to go ahead with con-
current ratification of this Treaty will largely
depend upon timely action by the United States...
Since the Patent Cooperation Treaty is also de-
signed to assist developing countries establish
practical patent systems, United States ratifi-
cation of the Treaty will demonstrate our
interest in development problems and may well
stimulate developing countries to enact effec-
tive national patent legislation and adhere to
the Treaty."

ssistant Director for
Legislative Reference
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THE WHITE HOUSE

WASHINIZTON

November 12, 1975

MEMORANDUM FOR: JIM CAVANAUGH
FROM: MAX L. FRIEDERSDORFW‘é .
SUBJECT : S.24 - Patent Cooperation Treaty

The Office of Legislative Affairs concurs with the agencies

that the subject bill be signed.

Attachments
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MEMORANDUM 7528

NATIONAL SECURITY COUNCIL

November 12, 1975

MEMORANDUM FOR: JAMES CAVANAUGH
FROM: Jeanne W. Davm
SUBJECT: S. 24 - Patent Cooperation Treaty

The NSC Staff concurs in the proposed Enrolled Bill S. 24 -
Patent Cooperation Treaty.



























































































































